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DETAILED ACTION 
Response to Arguments 

1 ) In view of the reconsideration of the finality of the rejection filed on December 1 6, 
2004, PROSECUTION IS HEREBY REOPENED. The non-final office action is set forth 
below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1.113 (if this Office action is final); or, 

(2) request reinstatement of the appeal. 

If reinstatement of the appeal is requested, such request must be accompanied 
by a supplemental appeal brief, but no new amendments, affidavits (37 CFR 1 .130, 
1 .131 or 1 .132) or other evidence are permitted. See 37 CFR 1 .193(b)(2). 

2) Applicant's arguments with respect to the rejection of claims 15-28 under 35 
U.S.C. 101 and the prior art rejections of Claim 29 are persuasive and, therefore, the 
respective rejections of Claims 15-29 are withdrawn. 

However, in response to the applicant's argument that Claim 1 recites the 
method carried out in a data processing system, the examiner respectfully traverses it. 
Although the preamble of Claim 1 recites the method carried out in a data processing 
system, there is no trace of the technological arts in the claim body to enable the entire 
method to perform data processing (e.g., no recitation of database, processor 
environment that determines and derives the cost and capacity measurement). 
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Without express recitation of the technological arts in the claim body, the method 
steps can be carried out by mere human interventions. If the method is truly directed to 
the data processing, as claimed by the applicant, there must be significant claim 
recitation of the data processing system or calculating computer. 

Claim Rejections - 35 USC §112 

3) The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4) Claims 3-7, 12-14, 17-21 and 26-28 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

In Claim 3, line 3 and 6; and Claim 17, lines 3 and 6, respectively, the recitation 
of "any" renders the claim indefinite because it is not clear which available information 
should be provided by the method. 

In Claim 5, line 2; and Claim 20, line 2, respectively, the recitation of "may" 
renders the claim indefinite because it is not clear whether the cost is actually provided 
or not. 

Claim Rejections - 35 USC § 101 

5) Claims 1-14 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Please see the previous office action and the 
above examiner's response to the applicant's arguments. 
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Claim Rejections - 35 USC § 103 

6) Claims 1-4, 8, 15-18, 22 and 29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Strothmann (US 5,745,880) in view of Al-Hilali et al. (US 6,086,618). 

As for Claim 1, Strothmann discloses a method comprising the steps of: 

providing information on economical viability for a first computer platform prior to 
moving the migration (col. 1, lines 62-67; see Tables and the descriptions thereof); 

determining a cost for hardware (e.g. CPU, memory, etc..) and software for the 
first computer platform and a second computer platform (see Figs. 2A-2c, Tables and 
the descriptions thereof); 

determining an amount of functions to be migrated from the first platform to the 
second platform; and 

deriving a cost for the first computer platform after the migration and for the 
second computer after the migration (see generally Tables and see Figs. 2A-2c, the 
descriptions thereof). 

Although Strothmann considers a wide variety of cost factors, such as hardware 
and software, and predicts an optimum computer platform for processing of application 
functions (col. 2, lines 32-36), Strothmann does not expressly disclose the method 
including: 

determining a required processing capacity for the both computer platform based 
on the usage information of both platforms; 
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determining an amount of the required processing capacity to be migrated from 
the first platform to the second one so as to derive the capacity measurement for the 
both platforms after migration. 

Al-Hilali et al. teaches a method for estimating total resource usage requirement 
for any particular server applications (any computer platform that a system administrator 
wishes to monitor) and deriving a cost and capacity measurement based on the 
information on the usage for a particular computer platform (see col. 4, lines 1-10; col. 
4, line 64 - col. 5, line 4; col. 5, lines 30-38; Figs. 4, Tables and descriptions thereof). 

Since Al-Hilali et al. and Strothmann are both from the same field of endeavor of 
optimizing costs of processing of computer application functions, the purpose disclosed 
by Al-Hilali et al. would have been well recognized in the pertinent field of Strothmann. 

Accordingly, it would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to further take into account estimating total 
resource usage requirement for the first and second platforms prior to migration and 
accurately derive a cost and capacity measurement for the migration based upon the 
information on usage, as taught by Al-Hilali et al., for the purpose of assisting 
purchasers of new (second) computer platform in accessing system resource that 
needs for anticipated usage prior to migrating process (assist in making decision for the 
purchasers or users of the first computer platform with respect to cost and anticipated 
usage before purchasing the new, second computer platform). 
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As for Claim 2, the modified method of Strothmann further discloses the method, 
wherein the provided usage information include current and planned usage for the both 
platforms (see Tables of Strothmann for the current and planned costs and viability for 
the both first and second computer platforms and the modified method of Strothmann 
will include the usage information). 

As for Claim 3, the modified method of Strothmann further discloses the method 
including: 

providing information on current and planned use of computers and 
computational workloads for the platforms (see Supra Claim 2 and col. 1 1 , lines 15-35 
and step 1 1 8 in Al-Hilali et al. for the workloads); and 

providing information on current and planned cost for the platforms. 
As for Claim 4, the modified method of Strothmann further discloses the method, 
wherein the current and planned cost includes costs associated with hardware and 
software and support for both platforms (see both Strothmann and Al-Hilali et al. for 
taking into account Supra hardware, software and support). 
As for Claim 8, the modified method of Strothmann further discloses the method, 
wherein the required processing capacity to be migrated is associated with the 
migration of one or more computational workloads from the first to second platform (see 
Strothmann's invention is directed to a system to evaluate movement of computer 
application functions from one to the other platform, and Al-Hilali et al. shows how to 
measure the workloads that are associated with the computer application functions). 
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As for Claim 15, the modified Strothmann discloses a program storage device 
embodying a program to perform method steps as recited in Supra Claim 1 . 

As for Claim 16, the modified device of Strothmann further discloses the method, 
wherein the provided usage information include current and planned usage for the both 
platforms (see Tables of Strothmann for the current and planned costs and viability for 
the both first and second computer platforms and the modified method of Strothmann 
will include the usage information). 

As for Claim 17, the modified device of Strothmann further discloses the method 
including: 

providing information on current and planned use of computers and 
computational workloads for the platforms (see Supra Claim 2 and col. 1 1 , lines 1 5-35 
and step 1 1 8 in Al-Hilali et al. for the workloads); and 

providing information on current and planned cost for the platforms. 
As for Claim 18, the modified device of Strothmann further discloses the method, 
wherein the current and planned cost includes costs associated with hardware and 
software and support for both platforms (see both Strothmann and Al-Hilali et al. for 
taking into account Supra hardware, software and support). 
As for Claim 22, the modified device of Strothmann further discloses the method, 
wherein the required processing capacity to be migrated is associated with the 
migration of one or more computational workloads from the first to second platform (see 
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Strothmann's invention is directed to a system to evaluate movement of computer 
application functions from one to the other platform, and Al-Hilali et al. shows how to 
measure the workloads that are associated with the computer application functions). 

As for Claim 29, Strothmann discloses a system comprising: 

a storage base (inherently feature in every data processing system) for providing 
information on economical viability for a first computer platform prior to moving the 
migration (col. 1, lines 62-67; see Tables and the descriptions thereof); 

means for determining a cost for hardware (e.g. CPU, memory, etc... ) and 
software for the first computer platform and a second computer platform (see Figs. 2A- 
2c, Tables and the descriptions thereof); 

means for determining an amount of functions to be migrated from the first 
platform to the second platform; and 

means for deriving a cost for the first computer platform after the migration and 
for the second computer after the migration (see generally Tables and see Figs. 2A-2c, 
the descriptions thereof). 

Although Strothmann considers a wide variety of cost factors, such as hardware 
and software, and predicts an optimum computer platform for processing of application 
functions (col. 2, lines 32-36), Strothmann does not expressly disclose the system 
including: 
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means for determining a required processing capacity for the both computer 
platform based on the usage information of both platforms; 

means for determining an amount of the required processing capacity to be 
migrated from the first platform to the second one so as to derive the capacity 
measurement for the both platforms after migration. 

Al-Hilali et al. teaches a method and system for estimating total resource usage 
requirement for any particular server applications (any computer platform that a system 
administrator wishes to monitor) and deriving a cost and capacity measurement based 
on the information on the usage for a particular computer platform (see col. 4, lines 1- 
10; col. 4, line 64 - col. 5, line 4; col. 5, lines 30-38; Figs. 4, Tables and descriptions 
thereof). 

Since Al-Hilali et al. and Strothmann are both from the same field of endeavor of 
optimizing costs of processing of computer application functions, the purpose disclosed 
by Al-Hilali et al. would have been well recognized in the pertinent field of Strothmann. 

Accordingly, it would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to utilize means for estimating total resource 
usage requirement for the first and second platforms prior to migration and accurately 
derive a cost and capacity measurement for the migration based upon the information 
on usage, as taught by Al-Hilali et al., for the purpose of assisting purchasers of new 
(second) computer platform in accessing system resource that needs for anticipated 
usage prior to migrating process (assist in making decision for the purchasers or users 
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of the first computer platform with respect to cost and anticipated usage before 
purchasing the new, second computer platform). 

Allowable Subject Matter 

7) Claims 23-25 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Conclusion 

8) The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

US 6,192,470 is cited to show a system for providing price/performance 
normalization in determining an optimal computer configuration depending upon the 
user's specific applications. 

US 5,668,995 is cited to show a computer-implemented capacity planning 
system for multiprocessor computer systems used in client/server environment. 

US 5,832,274 is cited to show a method for migrating a file system and access 
rights associated with the file system from the first system to the second system. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Richard Woo whose telephone number is 703-308- 
7830. The examiner can normally be reached on Monday-Friday from 8:30 AM -5:00 
PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on 703-308-2702. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





Richard Woo 
Patent Examiner 
Art Unit 3629 
January 21, 2005 



JOHN G. WEISS 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 3600 



